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INTRODUCTION 

 Jury instructions are arguably the most important aspect of a trial because the recitation 

of the jury instructions is the best opportunity for the court to teach the jurors the law.  At the 

time the final jury instructions are given, jurors have heard an abundance of evidence, and they 

are yearning for some guidelines to assist them in assessing that evidence.  Thus, the jury 

instructions should clearly delineate the law so that jurors are able to engage in the process of 

legal analysis.  Yet, it is well settled that juror comprehension of jury instructions is dismally low 

in civil trials.1  “Prevailing practices of instructing juries are often so archaic and unrealistic that 

even in relatively simple cases what the jurors hear is little more than legal mumbo jumbo to 

them.”2  Therefore, jurors tend to rely on information that is entirely external to the evidence 

presented during the trial when they are not capable of understanding how that evidence relates 

to the law.  Bias can be reduced by presenting jurors with clear instructions thereby allowing 

jurors to base their decisions on what is taught by the court rather than resorting to the 

knowledge that they carried with them into the courtroom. 

 Jurors are more likely to inadvertently make decisions based on non-legal considerations 

in cases that involve complex issues.3  In fact, the patent law community has debated about 

whether juries should hear patent cases at all.4  Some commentators argue that juries should not 

be allowed to hear patent cases because most jurors will never grasp the complex legal principles 

and the technology presented during a patent trial.5  Others argue that the selection process for 

                                                           
1 See Walter W. Steele, Jr. & Elizabeth G. Thornburg, Jury Instructions: A Persistent Failure to Communicate, 67 

N.C. L. REV. 77 (1988). 
2 Structural Rubber Prods. Co. v. Park Rubber Co., 749 F.2d 707, 713 (Fed. Cir. 1984). 
3 Jennifer F. Miller, iBrief, Should Juries Hear Complex Patent Cases?, 2004 DUKE L. & TECH. REV. 4, 32 (2004). 
4 See id. 
5 Id. at 41. 
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jurors should be reformed. 6  Many of the grumblings about laymen not being qualified to hear 

patent cases results from damages awards that have reached levels into the hundreds of millions 

of dollars.  However, despite the fervor with which some commentators express the need to 

reform the patent system, if heightened attention was paid to the language of the jury instructions 

in patent cases, the need for a drastic system overhaul would be alleviated.   

 Proponents of rewriting jury instructions into “plain English” provide tangible 

suggestions for constructing jury instructions.  This article examines some of those suggestions 

and applies them to a selection of jury instructions.  First, this article surveys the literature 

regarding the construction of comprehensible jury instructions.  Then, this article reviews the 

jurisprudence for patent verdict reversals.  Next, a selection of patent jury instructions are 

examined, paying special attention to the damages instructions.  Finally, solutions are offered. 

 This article does not suggest, as some others do, that the use of juries in patent litigation 

is misplaced.  Rather, this article suggests that because of the weight of the decisions that patent 

jurors face during trial, practitioners should focus increased time and effort into constructing jury 

instructions.  In other words, practitioners should take care to use the opportunity of the jury 

instructions to actually teach and persuade the jury one last time before the jury members depart 

to deliberate.  Because patents are so valuable to their owners and the economic risks associated 

with patent litigation are rising, it only makes sense that every aspect of a patent infringement 

suit deserves care and attention.  The jury instructions are no exception. 

I. PROCEDURAL CONSIDERATIONS 

 The Seventh Amendment preserves the right to a jury trial for suits in common law where 

the amount in controversy exceeds twenty dollars.  Pursuant to Rule 38 of the Federal Rules of 

                                                           
6 Philippe Signor, On the Role of Juries in Patent Litigation (Part II), 83 J.PAT. & TRADEMARK OFF. SOC’Y 896, 
900-908 (2001). 
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Civil Procedure, “. . . a party may demand a trial by jury by: (1) serving the other parties with a 

written demand – which may be included in a pleading – no later than 14 days after the last 

pleading directed to the issue is served; and (2) filing the demand in accordance with Rule 5(d).7  

Over the last few decades parties in patent disputes have increasingly opted to demand juries.  

For example, in the 1980’s only 14% of patent cases were tried by juries, but in the last decade 

juries decided 53% of patent cases.8  In fact, in 2009 juries tried nearly 70% of patent cases.9  

The shift to jury trials is likely occurring because the median damages awarded by juries have 

increased significantly in the last decade.  During the last decade the median for damages at 

bench trials was $0.7 million whereas the median for damages at jury trials was $10.7 million.10  

Thus, the stakes for litigants at jury trials are very high. 

 Because the stakes are high in jury trials every aspect of the litigation matters.  Since the 

jurors will inevitably decide the amount of damages to award, counsel should be vigilant in 

preparing proposed jury instructions11 and in preserving the right to appeal erroneous 

instructions.12  Pursuant to Rule 51 of the Federal Rules of Civil Procedure, a party must object 

to the jury instructions given prior to the jury retiring for deliberations.13  Improper jury 

instructions can result in reversal.14  But, in order for a verdict to be set aside based on erroneous 

instructions, the party must establish: (1) that a proper and timely objection was made, (2) that 

the instructions were legally erroneous, (3) that the error had a prejudicial effect and, (4) that the 

                                                           
7 Fed. R. Civ. P. 38(b). 
8 CHRIS BARRY ET. AL., PRICE WATERHOUSE COOPERS, 2010 PATENT LITIGATION STUDY: THE CONTINUED 

EVOLUTION OF PATENT DAMAGES LAW 9 (2010), available at http://www.pwc.com/us/en/forensic-
services/publications/assets/2010-patent-litigation-study.pdf.  
9 Id. 
10 Id. at 11. 
11 See Fed. R. Civ. P. 51;  PAUL J. ZEGGER & PETER LEE, THE PAPER SIDE OF PATENT JURY TRIALS: JURY 

INSTRUCTIONS, SPECIAL VERDICT FORMS, AND POST-TRIAL MOTIONS, 910 PLI/PAT 701, 707 (2007). 
12 Fed. R. Civ. P. 51. 
13 Id. 
14 See Am. Hoist & Derrick Co. v. Sowa & Sons, Inc., 725 F.2d 1350 (Fed. Cir. 1984). 
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party alleging the error requested alternative instructions that would have alleviated the error.15  

Further, a party cannot after the fact point to a jury instruction error as prejudicial.  For example 

in z4 Techs., v. Microsoft, Microsoft asserted at the lower court that it did not need to identify a 

particular individual as inventor for its 35 U.S.C. § 102(g) defense.16  But then on appeal, 

Microsoft contended that the jury probably assumed that one of their witnesses was the inventor 

when they were given the instruction that “an inventor’s testimony of conception must be 

corroborated in a single document.”17  The court held that the error would not have affected the 

outcome of the case.18 

 Unfortunately, there is a paucity of appeals to the circuit courts based on erroneous jury 

instructions.19  Thus, lawyers may not realize the impact that revised jury instructions could have 

on the outcome of litigation.  It is clear that one party in a given case will likely suffer harm if 

jurors are given incomprehensible or erroneous instructions while the other party will benefit.20  

Therefore, all lawyers should be invested in jury instructions because the instructions may at the 

very least reduce the damages award their client may have to pay.  The average patent case with 

$1- $25 million at risk costs around $2.5 million to litigate.21  Thus, clients will benefit from the 

diligence that lawyers exercise during the trial court proceedings with respect to jury instructions 

because better trial court decisions may lower the likelihood of appeals. 

                                                           
15 Seachange Int’l, Inc. v. C-Cor, Inc., 413 F.3d 1361, 1381 (Fed. Cir. 2005) (quoting NTP, Inc. v. Research In 

Motion, Ltd., 392 F.3d 1336, 1365 (Fed. Cir. 2004), superseded by NTP, Inc. v. Research In Motion, Ltd. 392 F.3d 
1282 (Fed. Cir. 2005)). 
16 507 F.3d 1340 (Fed. Cir. 2007). 
17 Id at 1354. 
18 Id. 
19 Gerald J. Mossinghoff & Donald R. Dunner, Increasing Certainty in Patent Litigation: The Need for Federal 
Circuit Approved Pattern Jury Instructions, 10 FED. CIR. B.J. 273, 276 (2000), reprinted in 83 J.PAT. & TRADEMARK 

OFF. SOC’Y 431, 434 (2001) (stating that the Federal Circuit has not approved a set of instructions partly because 
parties have historically failed to object to the instructions given at the lower court and parties have failed to file 
appeals on the basis of jury instructions). 
20 Steele & Thornburg, supra note 1 at 99. 
21 AIPLA REPORT OF THE ECONOMIC SURVEY 29 (2009) available at 
http://www.aipla.org/learningcenter/library/books/econsurvey/2009/Pages/default.aspx.   
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II. THE BEST JURY INSTRUCTIONS ARE PLAIN  

 Jurors are the fact finders and the ultimate decision makers in a jury trial.  Based on the 

essential role played by jurors at trial, it could be presumed that the instructions they receive 

would be crafted with the upmost care.22  This is not the case.  Oftentimes jury instructions are 

pulled from form booklets and left untailored to the specific case at hand, or worse, the 

instructions are hastily crafted by lawyers who fail to account for their lay audience.23  Although 

the reality of juror incomprehension has been brought to light by many commentators, the 

crafting of jury instructions has failed to undergo any major revamping.24   

 Robert. P. Charrow and Veda R. Charrow in their pioneering linguistic study regarding 

the comprehensibility of jury instructions demonstrated that rewritten jury instructions increase 

the level of comprehension among jurors.25  Most importantly, the researchers isolated the 

aspects of legal vernacular that tend to decrease the comprehension of jury instructions among 

jurors.26  Additionally, they offered tangible solutions for overcoming the comprehension 

roadblock.  The Charrows conducted two experiments with members of the Prince Georges 

County, Maryland community who had been summoned for jury duty.  The Charrows wanted to 

satisfy two goals:27 (1) to ascertain the validity of a hypothesis about the legal language 

contained within jury instructions and (2) to develop a reliable workable methodology for 

assessing the comprehensibility of jury instructions and for isolating problematic linguistic 

                                                           
22 See Steele & Thornburg, supra note 1. 
23 Id. at 99. 
24 See id. at 79 (stating that “comprehension improves dramatically when instructions are rewritten for clarity” 
rewriting instructions with clarity.”); See generally Robert P. Charrow & Veda R. Charrow, Making Legal Language 

Understandable: A Psycholinguistic Study of Jury Instructions, 79 COLUM. L. REV. 1306 (1979). 
25 See Charrow & Charrow, supra note 23. 
26 See id. at 1321-1328. 
27 Id. at 1309. 
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elements of legal language.28  The two experiments were based on a paraphrase task because jury 

instructions are usually given orally.29   

 During the first experiment, a tape recording containing fourteen standard civil jury 

instructions was played for a juror twice.30  The juror was then asked to paraphrase the 

instructions into a second tape recorder.31  The data from the first experiment suggested that the 

standard jury instructions presented to the jurors were probably not fully understood due to the 

presence of specific linguistic constructions.  For example, the juror’s mean percentage of 

correct paraphrasing of instructions that contained nominalizations, nouns constructed from 

verbs, was 28.6%.32  That mean percentage was significantly lower than the mean for other 

variables like prepositional phrases, misplaced phrases, modals, and negatives.33 For the second 

experiment, the Charrows rewrote the fourteen jury instructions by revising or eliminating the 

problematic linguistic constructions.34  The rewritten instructions showed that correcting the 

faulty constructions increased comprehensibility.  For example, nine instances of 

nominalizations were revised and the paraphrase scores for the instructions eliminating the 

nominalizations increased by an average of 45%.35   

 In addition to the linguistic constructions that were studied, the Charrows also analyzed 

ordering effects, conceptual complexity and sentence length.36  The first experiment did not 

show any significant ordering effects.  Further, conceptual complexity can be alleviated by 

rewriting, and many concepts that some lawyers believe are too complex for jurors to grasp can 

                                                           
28 Id. 
29 Id. at 1310. 
30 Id. at 1312 
31 Id. at 1313 
32 Id. at 1321. 
33 Id. at 1322 
34 Id. at 1328. 
35 Id. at 1336. 
36 Id. at 1317-1320. 
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be made understandable.37  Furthermore, sentence length seems to have no effect on 

comprehensibility.38  The Charrow study showed that rewriting jury instructions to avoid certain 

linguistic constructions and crafting jury instructions for their intended audience promotes the 

integrity of the legal system by ensuring that jurors are making decisions based on the law and 

not some other factors.39  Unfortunately, when jurors rely on factors that are not related to the 

law, verdicts are issued that are inconsistent with the law.40  For the cases that make it to appeal 

the parties have already spent considerable amounts of money litigating the matter when a simple 

revision of the jury instructions could have changed the outcome of the litigation.    

III. FEDERAL CIRCUIT REVERSALS 

 The Federal Circuit Court of Appeals has been referred to as a “Super Juror” because it 

often times has the last word in a patent case.41  More importantly, the Federal Circuit was 

created to handle the complex issues that can arise in patent cases.  Although it is clear that 

jurors frequently fail to grasp the complexities of a patent case, it may be almost impossible to 

know if a verdict was granted because of juror incomprehensibility.  But it can be surmised from 

damages awards that are clearly not based on substantial evidence that something may have been 

awry with the instructions.  Instructions that are legally erroneous can be challenged on appeal. 

 The dearth of cases regarding the reversal of jury instructions is likely due to the burden 

of proving prejudicial error.42  But a couple of examples shed light on the Federal Circuit’s 

                                                           
37 Id. at 1318- 1319 
38 Id. at 1319 
39 Id. at 1359. 
40 See Steele & Thornburg, supra note 1, at 94. 
41 See generally Francine Nesti, Comment, The Federal Circuit: During its Quarter-Century Existence, it Has 
Increasingly Positioned Itself as the Last Word in Patent Litigation, at the Expense of Uniformity, Predictability and 
Cost.  Will the “Super Juror” Learn From its Mistakes?, 84 U. DET. MERCY L. REV. 571 (2007) (arguing that the 
Federal Circuit is increasingly overstepping its role as a reviewing body thereby diminishing the role of the district 
courts). 
42 See Sulzer Textil A.G. v. Picanol N.V., 358 F.3d 1356 (Fed. Cir. 2004) (the jury instructions failed to include an 
instruction regarding the district court’s claim construction ruling and one of the instructions referred to manufacture 
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review of erroneous instructions.  For example, in Am. Hoist & Derrick Co. v. Sowa & Sons, Inc. 

the Federal Circuit reversed the trial court’s decision due to erroneous jury instructions.43  The 

Federal Circuit held that the trial court erred by instructing the jury that the patentee had the 

burden of proving nonobviousness and by erroneously instructing the jury regarding fraud at the 

Patent and Trademark Office (PTO).44  The court also held that the verdict of no damages was 

contrary to the evidence presented.45  

 Am. Hoist sued Sowa alleging that they infringed claims 3, 5, and 7 of their patent.46  

Am. Hoist owned U.S. Patent No. 4,079,584 for a shackle especially used for heavy loads.47  

Sowa denied infringement and filed a counterclaim for declaratory judgment based on invalidity.  

Sowa also asserted that Am. Hoist had committed fraud at the PTO by failing to disclose prior 

art.48  The jury in Am. Hoist was read twenty-six pages of instructions before they retired to 

deliberate.49  Three opinions were issued by the lower court.  Two opinions held the Am. Hoist 

patent to be invalid and that Am. Hoist committed fraud.50  The third opinion granted Sowa 

$50,000 in attorney’s fees.51  On appeal, the Federal Circuit analyzed the jury instructions and 

found that the instruction stating, “If you find the prior art references which defendant has cited 

are no more pertinent that the art utilized by the examiner when examining the Shahan patent[,] 

then defendant has the burden of establishing obviousness by ‘clear and convincing evidence.’  If 

                                                                                                                                                                                           

rather than operation.  The Federal Circuit held the that the instructions were erroneous but district court’s denial of 
motion for a new trial was affirmed because Appellant failed to show the error was prejudicial); see also 

Therasense, Inc. v. Becton, Dickinson and Co., 593 F.3d 1325 (Fed. Cir. 2010) (the jury instruction regarding 
anticipation was erroneous but the Federal Circuit affirmed the district court because the erroneous instruction could 
not have changed the jury’s verdict). 
43 Am. Hoist, 725 F.2d 1350. 
44 Id. 
45 Id. 
46 Id. 
47 Id. at 1352. 
48 Id. at 1354. 
49 Id. at 1357. 
50 Id. at 1355 
51 Id. 
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on the other hand, you find any of the prior art references which defendant has cited are more 

pertinent that the art utilized by the examiner when examining the Shahan patent, then that 

presumption of validity disappears as to that issue of obviousness and the plaintiff has the burden 

of proof by a preponderance of the evidence.”52  The Federal Circuit found that the instruction 

was erroneous because it assigned the burden of proof to the plaintiff for proving obviousness 

and it failed to explain accurately the “presumption of validity.”53  The erroneous instruction was 

actually proffered by Sowa during a conference.54  Sowa amended the jury instructions that it 

had previously submitted based on an errant decision.55  Although, Am. Hoist failed to object, 

the law governing the United States District Court for the District of Oregon was not consistent 

with the decision cited by Sowa.  Additionally, the lower court’s instruction that the presence of 

a “‘new and unexpected function in combination’” is required for patentability was also 

erroneous.56   

 The Federal Circuit also held that the lower court’s instructions regarding fraud at the 

PTO were erroneous for two reasons.  First, the instruction that a patent applicant must “‘fully 

disclose all facts which may affect the decision’ of the PTO” was overbroad because it would 

allow information to be presented to the PTO that could persuade an examiner to allow a claim.57  

Second, the court held that the use of phrases such as “‘fraudulently withholds . . .’” and “‘makes 

fraudulent representations’” would cause mental confusion among jurors because the instructions 

failed to enlighten the jury as to the meaning of fraud.58  The errors in the jury instructions were 

fatal and warranted reversal of the lower court’s decision. 

                                                           
52 Id. at 1358. 
53 Id. 
54 Id. at 1358 n.1. 
55 Id. 
56 Id. at 1360 
57 Id. at 1362. 
58 Id. 
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 Likewise in Advanced Display Systems v. Kent State the Federal Circuit vacated the 

lower court’s decision and remanded the matter holding that an instruction directing the jury to 

determine what material was incorporated by reference was erroneous.59  The court stated that 

the magistrate judge should have determined what material was incorporated by reference into 

the patent because that determination is a question of law.60  Upon the magistrate judge’s 

determination, he should have presented the factual issue of anticipation to the jury.61  Kent’s 

counsel had properly preserved the right to appeal based on erroneous instructions because they 

objected to the instruction after it was given by the magistrate.62  Therefore, the judgment was 

vacated and the case was remanded.63   

 Recently the Federal Circuit has overturned verdicts based on the damages awarded by 

the juries not being supported by substantial evidence.  Although these reversals do not always 

necessarily turn on the instructions given to the jury, a failure for the jury to understand the 

instructions regarding damages is most likely a contributing factor.  In Lucent v. Microsoft
64, the 

Federal Circuit held that the damages award was not supported by substantial evidence.  The 

Federal Circuit put itself into the shoes of the jurors to determine whether in the course of the 

hypothetical negotiation required for a reasonable royalty award calculation that Microsoft 

would have agreed to pay in lump sum a royalty of $358 million.65  The Federal Circuit 

explicitly declined to address the jury instructions because neither side raised objections based 

on the instructions.66  But an amicus brief addressed the issue of jury instructions regarding the 

                                                           
59 Advanced Sys. v. Kent State Univ., 212 F.3d 1272, 1283 (Fed. Cir. 2000). 
60 Id. 
61 Id. 
62 Id. at 1280, 1284. 
63 Id. at 1289. 
64 580 F.3d 1301 (Fed. Cir. 2009). 
65 Id. 
66 Lucent v. Gateway, 580 F.3d 1301, 1339 (Fed. Cir. 2009). 
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entire market value rule.67  The brief even provided a sample instruction regarding how to 

calculate reasonable royalty.68 

 Additionally, in Uniloc v. Microsoft Corp. the district court granted a motion for a new 

trial to Microsoft based on the fact that an expert relied on the entire market value rule in 

calculating his damages.69  The Federal Circuit reasoned that the jury must have relied on that 

evidence to reach its verdict.70  Uniloc argued that the jury was instructed that the testimony 

given by expert witness, Dr. Gemini, regarding the $19 billion amount was offered only as a 

check.71  The one line in the jury instructions telling the jurors not to consider the entire market 

likely did not prevent the image of $19 billion from resting in the minds of the jurors.72  The 

jurors may not have even made the connection that basing their decision on the entire market 

meant basing their decision on the $19 billion dollar figure if the instructions failed to define the 

entire market value rule or failed to tailor the instruction to the facts of the present case.  Adding 

insult to injury, the jurors were also probably presented with at least fourteen other confusing 

factors regarding the calculation of a reasonable royalty.  Further, the fact that Uniloc used cross 

examination to further inoculate the idea of $19 billion into the minds of the jurors supported the 

Federal Circuit’s grant of a new trial. 

IV. A REVIEW OF PATENT JURY INSTRUCTIONS 

                                                           
67 Brief for Ten Technology-Based Cos. as Amici Curiae Supporting Appellant Microsoft Corp., 580 F.3d 1301 
(Fed. Cir. 2009) (No. 07-CV-2000), 2008 WL 5550592. 
68 Id. (The proposed jury instruction provided: “Where a party's reasonable royalty calculation purports to be based 
on existing licensing norms that are expressed as a customary percentage times a customary royalty base, the party 
introducing such evidence must at a minimum show by a preponderance of the evidence that, as compared to the 
hypothetical license for the patent in suit, the licenses introduced as evidence show (i) a similar royalty base and (ii) 
a similar royalty percentage that has previously been used in (iii) a similar license covering (iv) a similar patent.”) 
69 Uniloc v. Microsoft Corp., Nos. 2010-1035, 2010-1055, 2011 WL 9738 (Fed. Cir. Jan. 4, 2011) 
70 Id. at 23* 
71 Id. 
72 Id. at 25* 
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 Because patent law is “widely recognized as one of the most complex areas of the law”, 

there has been a movement to create a set of pattern jury instructions for patent cases.73  The 

push for pattern instructions is fueled by the idea that specially crafted instructions, applied 

consistently throughout the courts, would make patent cases more predictable and manageable 

for both the litigators and the jurors.  Further, because pattern instructions are created to serve as 

a starting point for any case, the language is usually very understandable and devoid of the faulty 

constructions that cause juror incomprehension.74  This section reviews a few pattern patent jury 

instructions and compares their content to instructions that were either proposed or given to the 

jury in three actual cases that resulted in large damages verdicts. 

 At trial, a judge may address the jury as to the final charge before or after counsel gives 

closing arguments or the judge can give instructions both before and after.75  There are basically 

six categories of patent jury instructions.  These categories include: (1) Preliminary Instructions, 

(2) Introduction to the final charge, (3) Claims, (4) Infringement, (5) Validity Defenses, (6) 

Equitable Defenses, and, (7) Damages.76  These topics look like the table of contents for a patent 

law casebook,77 but the information is condensed into a set of instructions for the jury to learn.  

The jury must grasp concepts that many law students in a semester fail to fully grasp, and then 

                                                           
73 Mossinghoff & Dunner, supra note 18 at 275. 
74 See generally Charrow & Charrow, supra note 23. 
75 FED. R. CIV. P. 51(b)(3) (the committee notes state that the “judge may instruct at  any time after the trial begins 
but before the jury is discharged.”) 
76 See Am. Intellectual Property Law Association, AIPLA’s Model Patent Jury Instructions (2008), 
http://www.aipla.org/learningcenter/library/books/other-
pubs/Documents/2008_03_27_AIPLA_Model_Jury_Instructions.doc. [hereinafter AIPLA Instructions] ; The 
Federal Circuit Bar  Association, Model Patent Jury Instructions (2010), 
http://memberconnections.com/olc/filelib/LVFC/cpages/9008/Library/FCBAModelJury%20Instructions%20Februar
y%2018%202010.pdf. [hereinafter FCBA Instructions]; The National Jury Instruction Project; Model Patent Jury 

Instructions (2009), http://www.nationaljuryinstructions.org/documents/NationalPatentJuryInstructions.pdf. 
[hereinafter NJIP Instructions]; Uniform Jury Instructions for Patent Cases in the United States District Court for the 
District of Delaware (1993), http://www.ded.uscourts.gov/jury/Patent%20Jury%20Instructions.pdf. [hereinafter D. 
Del. Instructions] 
77The topics covered in most patent jury instructions bear a striking resemblance to the table of contents for a 
casebook used in law schools.  ROBERT P. MERGES & JOHN FITZGERALD DUFFY, PATENT LAW AND POLICY: CASES 

AND MATERIALS (4th ed. 2007). 
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the jurors must apply the facts of the case before them to those newly-learned concepts.  The 

patent law community recognizes the need for uniformity, and many pattern patent jury 

instructions have been constructed in recent years.  For example, pattern instructions specifically 

for use in patent cases have been created by the American Intellectual Property Law Association, 

the Federal Circuit Bar Association, the National Jury Instruction Project, and the United States 

District Court for the District of Delaware.  Based on a review of those instructions the following 

summaries for each category of instructions are listed. 

1. Preliminary instructions 

 The preliminary instructions are the instructions that are given at the beginning of trial.  

The general overview provided in the preliminary instructions is usually legally sufficient unless 

an egregious mistake occurs.78  Moreover, the court will allow the preliminary instructions to 

stand because the instructions at the end of the trial will clear up any confusion.79  These 

instructions orient the jurors to the trial at hand.  First, the judge welcomes the members and 

usually expresses gratitude to the members for agreeing to perform their duties as a juror.  

Additionally, the judge expresses to the jurors that their duties should be performed without 

prejudice or bias.80  This is usually the first opportunity for the judge to introduce the parties to 

the case and to the claims at issue.  Most importantly, the preliminary instructions allow the 

judge to initially teach the jury the basics of the patent system.  Generally, jurors are taught about 

what a patent is and how one is acquired.81  Jurors are additionally shown a copy of a patent and 

                                                           
78 Boston Scientific Corp. v. Johnson and Johnson, 550 F.Supp.2d 1102 (N.D. Cal. 2008); see also Petrocelli v. 

Angelone, 248 F.3d 877, 888-89 (9th Cir. 2001). 
79 Boston, 550 F.Supp.2d at 1112. 
80 Preliminary Jury Instructions, Lucent v. Gateway, 580 F.Supp.2d 1016 (S.D. Cal. 2008) (Nos. 02CV2060-B, 
03CV0699-B, 03CV1108-B). 
81 See generally, NJIP Instructions, FCBA Instructions, D. Del. Instructions, AIPLA Instructions.  
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instructed as to the paper representation of the patent and what parts are included. 82  At some 

point, the judge will give an overview of the entire trial. 

 Most pattern instructions include all of the aforementioned parts but the parts are 

presented in various orders.  For example, the Federal Circuit Bar Association (“FCBA”) 

Instructions explain what a patent is and how it is obtained prior to telling the jury the 

contentions of the parties.83  In contrast, the American Intellectual Property Association 

(“AIPLA”) Instructions first introduce the technology involved, then the parties, and finally the 

instructions explain how to obtain a patent.84  In Lucent v. Microsoft, where a Southern 

California jury awarded $368,043,056.00 to Lucent the judge began her instruction by stating, 

“Ladies and gentlemen: I welcome you as the jury in this case and I want to take a few minutes 

to tell you something about your duties as jurors and to give you some instructions.”85  Two 

sentences later the judge said, “Perform these duties fairly. Do not let any bias, sympathy or 

prejudice that you may feel toward one side or the other influence your decision in anyway.”86  

Ironically, the proposed preliminary instructions that were submitted by Microsoft included an 

identical introductory sentence and omitted the instruction regarding bias.87 

2. Introduction to the final charge 

 At the close of the evidence the judge instructs the jury to its final charge.  The final 

charge may begin a few different ways.  Jury instructions proposed by the District Court of 

Delaware (“D. Del”) suggest that jurors need a reorientation to their general duties and to the 

                                                           
82 Id. 
83 FCBA Instructions at 2. 
84 AIPLA Instructions at 4. 
85 Preliminary Jury Instructions, Lucent v. Microsoft Corp., 580 F.Supp.2d 1016 (S.D. Cal. 2008) (Nos. 02CV2060-
B, 03CV0699-B, 03CV1108-B). 
86 Id. 
87 Microsoft Proposed Preliminary Instructions, Jury Instructions, Lucent Techs. v. Microsoft Corp. 631 F.Supp.2d 
1316 (S.D. Cal. 2008). 
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case at hand.88  Whereas, the National Jury Instructions Project (NJIP) Instructions and the 

FCBA Instructions initially offer the jury a summary regarding the issues to be decided for the 

pending matter.89  In Mirror Worlds v. Apple, Inc. the first few categories of instructions 

following the introduction included the following categories: (1) considering witness testimony, 

(2) how to examine the evidence, and (3) expert witness.90 

3. Claims 

 The instructions regarding claims are important because the claims form the basis of the 

patent.  The AIPLA Instructions suggest adding in a sentence that says, “[t]he patent claims are 

the numbered sentences at the end of the patent.”91  Even though this definition may seem 

elementary, it is presumptuous to assume that the jurors all understand based on the evidence 

presented by counsel exactly where the claims are located on the patent.  Further, repeating basic 

tenants would likely increase comprehension.  The instructions regarding claims include the role 

of the claims. The judge may either instruct to the way the claims must be constructed or give an 

open ended definition of the claims.92  If a Markman hearing is held, then that construction will 

be given to the jury, but a judge’s failure to do so will not necessarily result in reversal.93   

 The Mirror Worlds instruction regarding the claims provided the jurors with an example 

to further describe the parts of the claim called the elements.  The instruction stated: “Claims are 

usually divided into parts or steps, called ‘limitations’ or ‘elements.’  For example, a claim that 

covers the invention of a table may recite the tabletop, four legs, and the glue that secures the 

                                                           
88 D. Del. Instructions at 19-20. 
89 NJIP Instructions at 13; FCBA Instructions at 15. 
90 Court’s Charge, Mirror Worlds v. Apple, No. 08cv88 (E.D. Tex. 2010). 
91 AIPLA Instructions at 9. 
92 ZEGGER & LEE, supra note 11 at 707-708. 
93 Sulzer, 358 F.3d 1356 at 1366. 
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legs to the tabletop.  In this example, the tabletop, legs, and glue is each a separate limitation of 

the claim.”94 

4. Infringement 

 Juries are charged with determining whether the infringing conduct occurred.95  Certain 

aspects of a patent trial have already been handed over for the judge to decide.  Those aspects 

include questions of law such as the validity of the claims or scope of the claims.96  But the jury 

must understand the underlying patent principles or, at the very least, be apprised of those 

underlying principles in order to make an infringement determination.  For example, the AIPLA 

Instructions state:  

Patent law gives the owner of a valid patent the right to exclude others from importing, 
making, using, offering to sell, or selling [[the patented invention] [a product made by a 
patented method]] within the United States during the term of the patent.  Any person or 
business entity that has engaged in any of those acts without the patent owner's 
permission infringes the patent.97   
 

The proposed AIPLA Instructions also artfully integrate the questions from the verdict form into 

the infringement instructions.  Offering the instructions and the verdict form in tandem allows 

the jurors to connect the law being taught to the task of deciding that verdict.   

 A major portion of the infringement section is devoted to listing out the different ways 

that infringement may occur.  This section should be tailored to reflect the types of infringement 

in the present action.  The FCBA Instruction for infringement lists the five types of infringement.  

That instruction provides: 

In this case, there are five possible ways that a claim may be infringed. The five types of 
infringement are called: (1) direct infringement; (2) active inducement; (3) contributory 
infringement; (4) infringement through the supply of components from the United States 
to another country; and (5) infringement through importation of a product made abroad 

                                                           
94 Court’s Charge, Mirror Worlds v. Apple, No. 08cv88 (E.D. Tex. 2010).  
95 ZEGGER & LEE, supra note 11 at 707-708. 
96 Markman v. Westview, 517 U.S. 370 (2002). 
97 AIPLA Instructions at 11. 
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by a patented process. Active inducement and contributory infringement are referred to as 
indirect infringement. There cannot be indirect infringement without someone else 
engaging in direct infringement. To prove indirect infringement, [patent holder] must also 
prove that [alleged infringer]’s indirect infringement caused direct infringement.98 

The instruction goes on to describe the types of infringement alleged by the patent holder and the 

burden of proof that the patent holder must meet.99  After describing in detail each type of 

infringement, the FCBA Instructions inform the jury about willfulness.  Determinations of 

willful infringement must be based on clear and convincing evidence.100  The patentee must 

show that: (1) the infringer acted despite an objectively high likelihood that his behavior would 

constitute infringement, and (2) the objectively defined risk was either known or should have 

been known.101  The court does not have to increase damages if the jury makes a willfulness 

determination, but the court may issue an increase.  The major difference between the various 

proposed pattern instructions is the placement of the willfulness instruction.  The AIPLA 

Instructions place willfulness at the very end of all of the instructions right after damages.102 

5. Validity Defenses 

 The validity portion instructs as to the clear and convincing standard.  Further subsections 

of instructions cover the definiteness/ written description requirement, enablement, best mode, 

anticipation, on sale statutory bar, the experimental use exception, public use, and obviousness.  

These are arguably the hardest concepts to grasp and each section should be carefully 

constructed.  

6. Equitable Defenses 

 Additionally, equitable defenses may be raised such as inequitable conduct, laches, 

equitable estoppel, prosecution laches, and unclean hands.   

                                                           
98 FCBA Instructions at 23. 
99 Id. 
100 In re Seagate, 497 F.3d 1360, 1371 (Fed. Cir. 2007); FCBA Instructions at 46. 
101 In re Seagate, 497 F.3d at 1371. 
102 AIPLA Instructions at 47. 
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7. Damages 

 Finally, the last part of the law that the jury must consider is the damages.  This section is 

arguably the most important section.  The damages section usually begins with a general 

orientation to the task that the jurors must complete if they find that infringement has occurred.  

Within the first few lines, the jury is usually instructed the following: “By instructing you on 

damages, I am not suggesting which party should win this case, on any issue.”103  This sentence 

is included to alert the jury early on that they should not be prejudiced by the fact that they are 

being told about damages before any deliberations have occurred.  The instructions then describe 

that the damages must compensate the harmed party, what burden of proof must be met, and the 

types of damages claimed by the plaintiff. 

 The court will instruct the jury regarding the two types of monetary damages –lost profits 

and reasonable royalties—awarded under the Patent Act.104  Lost profits are awarded to a 

plaintiff if he is able to prove any actual reduction in profits as a result of the alleged infringer’s 

actions.  In contrast, where a plaintiff is unable to prove lost profits, a reasonable royalty may be 

awarded.105  But no less than a reasonable royalty may be awarded.106 

 Lost profits are usually awarded based on a fair estimation of the plaintiff’s pecuniary 

position after the defendant’s infringing act.107  In order to recover lost profits, the plaintiff must 

prove: (1) demand for the patented product, (2) the absence of acceptable non-infringing 

substitutes, (3) his manufacturing and marketing capability to exploit the demand, and (4) the 

amount of the profit he would have made.108  These four factors comprise the Panduit test.  This 

                                                           
103 AIPLA Instructions at 37 ; FCBA Instructions at 78 ; NJIP Instructions at 61. 
104 35 U.S.C. § 284 (2000). 
105 Id.; Rite-Hite Corp. v. Kelley Co., 56 F.3d 1538, 1554 (Fed. Cir. 1995). 
106 35 U.S.C. § 284 (2000). 
107 See Yale Lock Mfg. Co. v. Sargent, 117 U.S. 536, 552 (1886). 
108 Panduit Corp. v. Stahlin Bros. Fibre Works Inc., 575 F.2d 1152 (6th Cir. 1978). 
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test is widely used and has been approved by the Federal Circuit for the calculation of damages.  

Each of the four Panduit factors can be addressed separately to aid the jurors.  For example in 

the Defendants’ Proposed Post-Trial Jury Instructions for Centocor v. Abbott the instructions 

explained the first factor by stating: 

First, Centocor must prove by a preponderance of the evidence that there is demand for 
the patented product.  Demand for the patented product can be proven by significant sales 
of Abbott’s product containing the patented features.  However, in order to prove demand 
for the patented product, Centocor must show that the accused product (Humira) and 
Centocor’s product (Remicade) are substantially the same product and compete in the 
same market for the same customers.109 

 
 Further, the jury is instructed regarding reasonable royalty.  Reasonable royalty damages 

are awarded based on a number of factors.  Georgia Pacific v. United States Plywood Corp., 

stands for the proposition that any facts that would affect a party’s bargaining position may be 

considered in the damages calculation in the absence of an established royalty for the patented 

invention.110  The Georgia Pacific factors that are presented to the jury include, but are not 

limited to: 

1. Any royalties received by the licensor for the licensing of the patent-in-suit, proving or 
tending to prove an established royalty.  

2. The rates paid by [the Defendant] to license other patents comparable to the [abbreviated 
patent number] patent.  

3. The nature and scope of the license, as exclusive or non-exclusive, or as restricted or non-
restricted in terms of its territory or with respect to whom the manufactured product may 
be sold. 

4. The licensor's established policy and marketing program to maintain its right to exclude 
others from using the patented invention by not licensing others to use the invention, or 
by granting licenses under special conditions designed to preserve that exclusivity.  

5. The commercial relationship between the licensor and the licensee, such as whether or 
not they are competitors in the same territory in the same line of business.  

6. The effect of selling the patented product in promoting sales of other products of the 
licensee; the existing value of the invention to the licensor as a generator of sales of its 
non-patented items; and the extent of such collateral sales.  

7. The duration of the [abbreviated patent number] patent and the term of the license.  

                                                           
109 Defendants’ First Amended Proposed Post-Trial Jury Instructions, Centocor v. Abbott, 662 F.Supp.2d 584 (E.D. 
Tex. 2009). 
110 Georgia-Pac. v. U.S. Plywood Corp., 318 F.Supp. 1116 (S.D.N.Y. 1970). 
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8. The established profitability of the product made under the [abbreviated patent number] 
patent; its commercial success; and its current popularity.  

9. The utility and advantages of the patented invention over the old modes or devices, if any 
that had been used for achieving similar results.  

10. The nature of the patented invention; the character of the commercial embodiment of it as 
owned and produced by the licensor; and the benefits to those who have used the 
invention.  

11. The extent to which [the Defendant] has made use of the invention; and any evidence that 
shows the value of that use.  

12. The portion of the profit or of the selling price that may be customary in the particular 
business or in comparable businesses to allow for the use of the invention or analogous 
inventions.  

13. The portion of the profit that arises from the patented invention itself as opposed to profit 
arising from unpatented features, such as the manufacturing process, business risks, or 
significant features or improvements added by the accused infringer.  

14. The opinion testimony of qualified experts. 
15. The amount that a licensor and a licensee (such as [the Defendant]) would have agreed 

upon (at the time the infringement began) if both sides had been reasonably and 
voluntarily trying to reach an agreement; that is, the amount which a prudent licensee—
who desired, as a business proposition, to obtain a license to manufacture and sell a 
particular article embodying the patented invention—would have been willing to pay as a 
royalty and yet be able to make a reasonable profit and which amount would have been 
acceptable by a patentee who was willing to grant a license. 

16. Any other economic factor that a normally prudent business person would, under similar 
circumstances, take into consideration in negotiating the hypothetical license.111 

The instructions for calculating reasonable royalty damages and the awarding of reasonable 

royalty damages have been debated because the application of the factors yields inconsistent 

results.  Further, the fantastical and speculative nature of the calculation of reasonable royalty 

can add to the uncertainty of juror comprehension.  As long as the district courts are given 

flexibility regarding their approach to the calculations of reasonable royalty the best way to 

ensure that damages are fair is to craft the jury instructions to ensure that the jurors base their 

decisions upon the law. 

V. SUGGESTIONS REGARDING THE JURY INSTRUCTIONS  

 The growing complexity of patent cases is inevitably causing confusion among jurors.112  

Even in patent cases that may seem simple at first blush, jurors are often charged with the task of 

                                                           
111 AIPLA Instructions at 46. 
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deciphering complex legal language and abstract ideas such as patent claims.113  Yet despite the 

challenges that jurors may face in a patent case, the material is not beyond comprehension and, 

more importantly, the use of specific tactics like relating the material to the experiences of 

jurors114 or divesting the material of complex legalese may aid in the jurors’ understanding of the 

material and their subsequent decisions based on that understanding.  If advocates exercise care 

in the construction of jury instructions, plaintiffs can ensure that a jury’s findings are based on 

substantial evidence and defendants can minimize decisions based on speculation or the reliance 

of factors outside the confines of the law.  Based on all of the literature and the case law 

regarding jury instructions, it seems that implementing a few simple changes in the construction 

of the instructions may yield highly beneficial results. 

1. Simple, repetitious language  

 The findings of researchers such as the Charrows show that the use of simple language in 

jury instructions will increase comprehensibility.  In patent cases many terms of art can be 

described using common dictionary terms.  For example instead of saying novel, the jury 

instruction can define novel as new and then use the word new instead of novel.115  Additionally, 

a glossary of terms and definitions should be given to the jurors.  Thus, for any terms of art that 

cannot be substituted, the jurors should have a quick reference guide to rely upon in making 

determinations.  The D. Del. Instructions and the AIPLA Instructions both include a reference 

manual of difficult terms.116  Jurors may receive an instruction at the beginning of trial, just 

                                                                                                                                                                                           
112 See generally John R. Allison & Mark Lemley, The Growing Complexity of the United States Patent System, 82 
B.U.L. Rev. 77, 142 (2002). 
113 Herbert F. Schwartz & Robert J. Goldman, Patent Law and Practice 264 (6th 2008). 
114 Id. 
115 Jury Instructions, Lucent Techs. v. Microsoft Corp. 631 F.Supp.2d 1316 (S.D. Cal. 2008) (under jury instruction 
no.45 for anticipation, the court used the word new rather than novel.) 
116 D. Del. Instructions at 12; AIPLA Instructions at 8-9. 
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before the deliberation, or at both points in the trial.117  To increase comprehension, the 

instructions should occur at both phases.  Jury instructions are usually given orally,118 so handing 

out a list of instructions that the jurors may take into the deliberation room may be helpful.   

2. Legal Accuracy 

 Judges and advocates take great care to keep prejudicial evidence out of the trial court 

proceedings.  Unfortunately, when jury instructions in patent cases are crafted without care the 

resulting effect on juror comprehension is akin to allowing in prejudicial evidence.  Further 

because juries receive instructions from the court on various occasions during a trial and this 

article proposes that repeated presentations of the instructions will aid in comprehensibility, the 

instructions must be legally accurate.  Advocates should treat the construction of jury 

instructions like they treat the writing of a brief.  If both advocates, as well as, the judge are 

involved in the construction of the jury instructions, the instructions are more likely to be legally 

accurate.   

 While pattern instructions serve as a great starting point those instructions must be 

tailored to the present dispute, and reviewed for legal accuracy; they cannot just be adopted 

blindly.  Further, no one set of instructions should be used.  The different pattern instructions 

reviewed in this article all have strengths and weaknesses.   

 Messingcoff proffered that an advantage of pattern instructions was that the court could 

adopt that pattern in advance of litigation thereby minimizing the opportunity of counsel to 

construct bias instructions.119  But this article asserts that counsel should be crafting persuasive 

instructions.  As long as both sides are contributing to the construction of the instructions, bias 

can be kept to a minimum.  Because jurors will be influenced by the language of the instructions 

                                                           
117 Fed. Rul. Civ. Pro. 51. 
118 Charrow & Charrow, supra note 23 at 1310 . 
119 Mossinghoff & Dunner, supra note 18 at 433. 
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regardless of how neutral the language may be, at least counsel can aid in the balancing of the 

instructions to prevent the final instructions given to the jury from heavily favoring either side. 

3. Elucidation of factors 

 The jury encounters two major factors tests in the damages section of the jury 

instructions.  Further explanation regarding what each of the factors means and what can actually 

be considered would likely assist the jury.  Even though explaining each factor will considerably 

lengthen jury instructions that are already long, the extra elucidation may aid juror 

understanding. As long as the jury receives a copy of the instructions, the length of the 

instructions should not hinder the addition of clarifying aids. 

4. Ordering 

 The placement of particular instructions may confuse the jury and lead to bias findings.  

For example, placing the willfulness instruction in the section for damages but alerting the jury 

that any determination that they make regarding willfulness should not impact their calculation 

of damages is inconsistent.  Jurors likely would have just been thinking about the balancing of 

the damages factors and may be more inclined to find willful infringement. 

VI. CONCLUSION 

 There is no panacea for what many see as escalating patent damages.120  But if the courts 

and litigators are willing to teach jurors, as well as persuade them during a patent trial, then the 

results may just surprise everyone.  There is a role for jury instructions in the gatekeeping of 

patent remedies.  That role is to equip the trial court fact finders, the jury, with the necessary 

tools to make well informed and well reasoned decisions. 

                                                           
120 In the recent case of Mirror Worlds v. Apple, No. 08cv88 (E.D. Tex. 2010) a jury awarded Professor David 
Gelernter $208.5 million per patent.  The motion for emergency stay of the verdict was granted on October 1, 2010. 
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 Damages calculations are hard.  Due to profit disclosures, big corporations many times 

have a hurdle to overcome before even walking into the courtroom.  Moreover, the general 

attitudes that jurors bring with them to the courtroom including feelings of anxiety over being 

forced to stay with strangers for days to decide questions with limited information,121 about 

topics that they have never heard of, further impedes judicious decision-making.  The court faces 

the task of keeping jurors interested all the way through the end of the deliberations.  The 

litigators have effectively been teaching the jury during the course of the trial, and the jury 

instructions are like a review before the final exam.  Keeping the jury focused on the real issues 

at hand can minimize bias and in turn ensure the integrity of the judicial system. 

                                                           
121 Ann T. Greely & Nancy L. Neufer, Navigating the Patent Litigation Maze: Helping Jurors Find Their Way, 
SG028 ALI-ABA 539, ALI-ABA Course of Study (2001) 


